04/09/2007 15:11 



6517351102 



SHUMAKER & SIEFFERT 



PAGE 09/17 



Ai^Iication Number 10/784,109 

Responsive to Office Action mailed February 8, 2007 



REMARKS 



RECEIVED 
CENTRAL FAX CENTER 

APR 0 9 2007 



This amendment is responsive to the Final Office Action dated February 8, 2007. 
Applicant has amended claims 1 and 17. Qaims 1-25 are pending. 

Withdrawal ftff Finalitv o f the Office Action 

AppUcant requests withdrawal of the finality of the Office Action because the Examiner 
has rejected a claim not amended by the ^licant on newly dted art. In particular, the 
Examiner has rejected non-amended daim 13 under 35 U.S.C. § 103(a) as unpatentable over 
Kmiz in view of newly dted Krebs. MPEP 706.07(8) states that: 

[A] second or any subsequent action on the merits in any application . . . wiU not 
be made final if it includes a rejection, on newly cited art, other than information 
submitted in an information disdosure statement . . of any daim not amended 
by applicant or patent owner in spite of the fact that other claims may have been 
amended to require newly cited art. 

Thus, the finality of the Office Action is improper in view of the Examiner's rejection of claim 
13, and should be withdrawn. 

Claim Rejection Under 35 P AC 8 112 

In the Final Office Action, the Examiner rejected claims 1 and 17 under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description. In particular, the Examiner 
stated that the ^dfication does not contain a written description for the daim limitation of an 
antenna that forms an electromagnetic field "exceeding a threshold level necessary" for 
communication with RFED tags. 

Applicant has amended claims 1 and 17 for purposes of darificalion and for purposes 
unrelated to patentability to redte that the antenna forms an electromagnetic field at or above a 
threshold necessary for communication with RFID tags. 

To the extent the Examiner maintains the rejection, Applicant submits that one of 
ordinary skill would reasonably conclude the inventors contemplated an antenna that forms an 
electromagnetic field at or above a threshold level necessary for communication with RFID tags, 
as required by amended claims 1 and 17. 
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MPEP 2163.02 q)ecifically addresses the standard for deterxnining compliance with the 
written description requirement. In this section, consistent with legal principles, the MPEP states 
that whenever the issue arises, the fundamental factual inquiry is whether the specification 
conveys with reasonable clarity to those skilled in the art that, as of the filing date sought, 
applicant was in possession of the invention as now daimcd.^ MPEP 2163, heading 1, states that 
a patent specification must describe the daimed invention in sujBBcient detail that one skilled in 
the art can reasonably conclude that Ae inventor had possession of the claimed invention. 

Applicant's ^ecification as a whole, and in particular, paragraphs [0002]-[0007] and 

[0045]-[0046], describes an antenna that forms an electromagnetic field at or above a tiireshold 

level necessary for communication with RFID tags with sufficient detail that one skilled in the art 

coMld reasonably conclude that the inventor had possession of the daimed invention. For 

example, Applicant's specification at paragraph [0004] states: 

TT)e transmitter of the RFID reader outputs RF signals through the antenna tfi 
create an electromagnetic fieldJJiat enables the tags to return an RF signal 
carrvinp ^f^ft infnnnation . In some configurationSy the transmitter initiates 
communication, and makes use of an amplifier to drive the antenna with a 
modulated output signal to communicate with the RFID tag. 

As another example, .^licant's specification at paragraph [0045] stales: 

In general, conductive shield 66 is located a distance D3 from outer loop 64, and 
the distance D3 therefore defines the outer-most regions of the tag communication 
zone created by antenna 60. In other words, D3 defines the outermost limits of 
non-shielded inner region 61 in whidi the tags may be read when antenna 60 is 
Hfivftn y;ifli mffidcnt pQwer to generate a mag netic field having suffident 
strength to achieve successfiil communication throughout the inner region. 

One of ordinary skill in the art would reasonably understand that an electromagnetic field 
generated for communication with RFBD tags may be at or above a threshold level necessary for 
communication with the RFID tags. Consequenfly, daims 1 and 17 comply with the written 
desaiption requirement of 35 U.S.C. 112, first paragraph. 



^ MPEP 2163.02 (emphasis added). 
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riflim R£lection Under 35 U,S>C. S 103 

In.the Final OflBce Action, the Examiner rejected claims 1-25 under 35 U.S.C, 103(a) as 
being unpatentable over Kunz (US 6,127,989) in view of Krebs (US 2004/0224135). AppUcant 
respectfully traverses the rejection to the extent such rejections may be considered appUcable to 
the daims as amended. The applied references faU to disclose or suggest the inventions defined 
by Applicant's claims, and provide no teaching that would have suggested the desirabiUty of 
modification to arrive at the claimed invention. 

With Inference to independent daims 1 and 17, for example, the applied references lack 
any teaching that would have suggested a substantially-cojitiguous conductive shield positioned a 
distance fiom the antenna within a plane parallel to the antenna to define an outermost region of 
a communication zone within the plane parallel to the antenna, and wherein the conductive shield 
has a width that extends in the plane parallel to die antenna such that the electromagnetic field at 
any region beyond the conductive shield is below the thre^old level. 

First, in rejecting claims 1 and 17, the Examiner stated that Kunz teaches an RFID system 
comprising an antenna that forms an electromagnetic field exceeding a threshold level necessary 
for communication with RFID tags. Applicant respectfully submits that the Examiner has 
misunderstood the Kunz reference. In particular, Applicant notes that the integrated circuit and 
antenna cofl of ElGS. 1 and 2 of Kunz are desc^bed as being part of a transponder device, i.e., an 
RFID tag.^ Kunz provides no teaching or suggestion that the anteima within the transponder 
forms an electromagnetic field at or above a threshold level necessary for communication with 
other tags . In fact, AppUcant is unable to find any reference in Kunz to inter-tag communication, 
and there is no teachmg or suggestion that the Kunz RFID tag (transponder) creates an 
electromagnetic field at or above a threshold level necessary for communication with gthgy t^fs* 
Second, the Examiner asserted that it would have been obvious to modify the antenna of 
the Kunz transponder to indude the conductive shield of Krebs "in order to aUow the reading of 
desired RFID tag? while preventing the reading of undesired RFID tags.*^ However, such a 
modificarion makes little sense in this case. Krebs describes a large shield applied to an entire 
shelf. Applicant questions the physical possibility of incorporating the Krebs shelf shielding 



2Kunz,col.l,lL 12-15. 

^ Office Action dated February 8, 2007, at page 4. 
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within an individual RFID tag (transponder), as suggested by the Examiner Moreover, since the 
transponder antenna of Kunz is not described as communicating with other tags, it wonld seem 
pointless to modify the RFID tag of Kunz to include a conductive shield to prevent the antenna 
from reading undesiied tags. For at least these reasons, such a modijBcation would therefore not 
have been obvious to one of ordinary skill in the art in possession of Kunz and Krebs. 

Moreover, even if such a modification were somehow made to the Kunz RFID tag 
(transponder), it stUl would not achieve Applicant's invention as claimed. As stated above, Kunz 
fails to teach or suggest an antenna that fomis an electromagnetic field at or above a threshold 
level necessary for communication with RFID tags. Thus, even if the Kunz transponder were 
modified to include the conducUve shield of Krebs, the result would not conform to Applicant's 
invention as claimed. 

In addition, Krebs fails to teach or suggest a substantially-contiguous conductive shield 
positioned a distance from the antenna within a p lana parallel to the antenna to define an 
outeraiost region of a communication zone within the plane parallel to the antenna. Krebs 
describes an RFED antenna printed on a substrate of a shelf. Krebs states that a conductive mesh 
may be incorporated into a surface to form an RFID shield that prevents stray signals from other 
shelves reaching the RFID antenna."* However, in contrast to the requirement of claims 1 and 17, 
which Inquire that the conductive shield be positioned a distance fro m the antenna within a plane 
parallel to the a ntenna, the conductive mesh of Krebs is positioned completely overlapping the 
antenna within a plane parallel to the antenna. 



* Krebs, Abstract. 
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FIG 7 of Ktebs is reproduced below. 




FIG. 7 

As ittustrated in HG. 7 of Kiebs, and also in HGS. 3 and 9, the conductive mesh 104 of Krebs 
forms a layer of shield laminate 100 that completely overlaps with the REID antenna. 

Applicant's FIG. 5 is also reproduced below to illustrate the di^ences between the 
Krebs shield and the requirements of the embodiments of claims 1 and 17. 




As shown In AppUcant's HG. 5, the conducrive shield 66 pQ^itioned a di><tance from the ant^nn^ 
ivitWn A plane parallel to the a ntenna the antenna 60. In other words, at least one edge of the 
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COXKhictive shield 66 is positioned a distance away in a plane parallel to the antenna from at least 
one edge of an outer loop of the antenna. As shown in FIG. 5, the antenna may be positioned 
around the antenna in the plane parallel to the antenna. HG. 6 of Applicant's specification 
further shows how this may define an out e rmost region of a communication zone within 

plane paraU^I IQ ft^ aj>tenna. 

Krebs provides no teaching or suggestion that the conductive mesh is positioned a. 
di^itance ftom t hft antenna with in a plane oaraMel to the antenna. Applicant has amended daims 
1 and 17 to further clarify this unponant distinction. Amended daims 1 and 17 redte that the 
conductive shield defines an outermost region of a communication zone within the plane parallfiL 
to the antenna, Krebs fails to teach or suggest such a featorc. 

In fact, if the conductive mesh of Krebs were positioned a distance fr om the antenna 
within a plane parallel to the a ntenna, and not overlapping with the antenna, the mesh would 
likely not work to shield the antenna from stray signals from other shelves in the manner 
intended by Krebs. For example, referring to nG 8, 9, and 10 Krebs describes that using the 
shields allows shelves to be created and used in dose proximity without stray RFID signals of an 
item on one shelf being read and registered by antennas on other shelf.^ If the conductive mesh 
of Kicbs weie positioned a distance from the anten ti^^ within a plane parallel to the antenna^ to 
define an outeimost region of a communication zone within the plane parallel to the antenna, the 
configuration described by Krebs would not operate to prevent stray RED signals of an item on 
one shelf from being read and registered by antennas on other shelf. 

Thus, as stated above, even if one of ordinary skill in the art were to modify the 
transponder antenna of Runz to include the conductive mesh of Krebs, this would not result in 
/^Ucant's invention as daimed. Consequenfly, amended independent daims 1 and 17 are 
patentable over Kunz in view of Krebs. 

Of course, the daims dependent on independent claims 1 and 17, i.e., claims 2-16, 18- 
25, inooiporate all of the limitations of the respective base claims, and therefore are patentable 
for at least the reasons expressed above. 

Moreover, the dependent claims recite a number of additional features that are likewise 
not suggested by Kunz or Krebs. For example, claims 2 and 18 spedfy that the width of the 

^ Ktebs at paras. I0038H00«]- 
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conductive shield within the plane parallel to the antenna shapes the electromagnetic field to 
extend substantially in a direction perpendicular to the antenna, and prevents the electromagnetic 
field £roi» fomiing substantially over the conductive shield. Neither Kunz nor Krebs provides 
any teaching or sug^stion that the conductive shield provides any such shaping properties within 
tbB plane parallel to the antenna. As described above, Krebs ictstead describes that the conductive 
mesh completely overlaps with the RFID antenna within the plane parallel to the antenna. 

As another example, claims 3 and 19 specify that the conductive shield comprises planar 
conductive regions oriented to fotm a non-welded inner region, and fiirther wherein the antenna 
is disposed within the non-shielded inner region and parallel to the planar conductive regions. 
Qaim 4 specifies that the conductive regions define at least one disconnect area that prevents the 
conductive shield from forming a closed conductive lo<^ around the antenna, Kunz and Krebs 
fail to teach or suggest such a feature. In rejecting claims 3, 4, and 19, the Examiner stated that 
Kunz teaches a conductive shield meeting the limitations of these claims. However, as explained 
in detaU in Applicant's Response dated November 7, 2006, Kunz fails to even teach or surest a 
substantially-contiguous conductive shield. Krebs also fails to teach or suggest that the 
conductive regions form a non-shielded inner region in which the antenna is disposed. 

As yet another example, claim 5 recites that the antentu comprises one or more 
conductive loops including an outer loop, and the conductive regions of the conductive shield are 
located at least a distance D from an outer loop of the antenna that is selected based on a radius 
of the outer loop. Neither Kunz nor Krebs provides any teaching or suggestion of selecting a 
distance D of the conductive regions ftom an outer loop of the antenna based on a radius of the 
outer loop. Similarly, clahn 6 specifies that the antenna has a first conductive loop having a 
radius Dl and a concentric second conductive loop having a radius D2, and the conductive 
regions of the conductive shield are located at least a distance D3 from the outer loop, and 
wherein D3 is selected as approximately the average of Dl and D2. In contrast to the Examiner's 
assertion, neither Kunz nor Krebs provides any teaching or suggestion that the distance D3 of ttie 
conductive shield from the outer loop being selected based on the average of Dl and D2. 

As a further example, claims 7 and 20 specify that each of the conductive regions have 
respective widths extending outward from the antenna, and further wherein each of the widths 
are selected based at least in part on the threshold level of the magnetic field necessary for RFID 
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communication between the antenna and the RPID tags, aaims 8 and 21 specify that each of the 
widths are selected to extend suffidenUy in directions parallel to and outward ftom the antenna 
to prevent the electromagnetic field from forming in or above the conductive regions until the 
strength of the magnetic field reduces to below the threshold level. In contrast to the Examiner's 
assertion, the portion of Kiebs cited by the Examiner does not even discuss conductive shielding, 
and certainly does not teach or suggest selecting the widths of the conductive regions based on 
the features recited in daims 7, 8, 20, and 21. 

As another example, claims 9 and 22 specify that the antenna and the conductive shield 
are mounted to a woridng suifece of an RFID chedk-in / dieck-out area. Qaims 10 and 23 
speidfy that the workmg surface has a recessed area and a non-ireoessed area, and further wherein 
the antenna is mounted to the recessed area of the workintg surface and the conductive shield is 
mounted to the non-recessed area. Contrary to the Examiner's assertion, Kunz is completely 
lacking of any such teaching or suggestion of these features, making no reference whatsoever to 
an RFID check-in / check-out area or a recessed area and a non-recessed area. Krebs similarly 
fails to teach or suggest these features. 

As yet another example, claims 14 and 25 ^ecify that the antenna comprises a plurality 
of conductive loops to produce the electromagnetic field, and wherein the conductive loops are 
spaced impart at least a distance D that is selected based on a dimension of the FFED tags with 
which the antenna communicates. Claim 15 specifies that wherein the distance D is selected to 
exceed a maximum dimension of the RFID tags. Qaim 16 specifies that the RFID tags have a 
dimension of length M, and the distance D between each of the plurality of conductive loops is 
selected such that D > M. Contrary to the Examiner's assertion, Rnnz fiuls to teach or suggest 
such features. Instead, the cited passage of Kunz provides no teaching of an antenna in which the 
spacing of loops of the antenna is selected based on a dimension of the RFID tags. Krebs 
similarly fails to teach or suggest these features. 

For at least these reasons, the Examiner has fidled to establish a prima fade case for non- 
patentabUity of AppUcant's daims 1-25 under .35 U.S.C 103(a). Withdrawal of this rejection Is 
requested. 
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CONCLUSION APR 0 9 2007 

AU daims in this appUcation are in conditton for aUowance. Applicant respectfiiUy 
requests reconsideration and prompt aDowance of aU pending claims. Please charge any 
additional fees or aedit any overpayment to deposit account number 50-1778. The Examiner is 
invited to telephone the below-signed attorney to discuss this appUcation. 



Date: 

April 9. 2007 



By: 



SHUMAKER & SIEEFERT, PA 
1625 Radio Drive, Suite 300 
Woodbury, Minnesota 5S125 
Telephone: 651.735.1100 
FacsimUe: 651.735.1102 



Name: Kent J. Sieffert 
Reg. No.: 41,312 
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